


   

74 J .  IN T’L ME D IA &  



   

B IG TOB ACCO   75 
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competitors as the brand name may still be used, and that trademark 

registrations merely confer the right to prevent counterfeiters from copying 

rather than allowing the positive right to use a mark at all (as this comes just 

from starting a business and using the mark in the course of trade).10  They 

also argued that a government that introduces this measure is not acquiring 

the intellectual property of tobacco companies, but prohibiting the 

promotional branding on packaging for public health purposes.11 

These arguments and debates provide a framework for the challenge in 

the High Court of Australia of the Tobacco Plain Packaging Act brought by 

British American Tobacco, Imperial Tobacco Australia Limited, Philip 

Morris, and Japan Tobacco International [hereinafter “the Tobacco 

Coalition”].  This lawsuit effectively set the stage for what arguments the 

tobacco industry at large could bring against plain packaging worldwide. 

A. Australian High Court Case 

In April 2012, the High Court of Australia heard argument for three 

days from the Tobacco Coalition and Commonwealth’s solicitor-general on 

whether or not the 2011 Tobacco Plain Packaging Act violated Australia’s 

Constitution.12  The High Court did not release its decision until August 

2012, and did not post the reasons for its decision until even later, in 

October 2012.13  The oral arguments were packed with lawyers for each 

side, with members of the public and the 
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cigarettes be sold in white packs with simple text, and no colors or logos.39  

In 1994, the Canadian House of Commons Standing Committee on Health 

suggested plain packaging should be including in legislation once further 

research was done on the effectiveness of the packaging.40  However, both 

of these recommendations lost steam and were subsequently dropped from 

the policy agendas.41   

Australia opened the floodgate to a host of countries considering plain 

packaging reform.  This consideration can be so little as requesting new 

studies and evidence on the effectiveness of plain packaging, to so far as 
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manufacturers and importers to use their trademarks to differentiate their 

products.”63 The second argument of consultation is especially interesting in 

the context of relations between the industry and the Thai government, 

given that the norm for the Ministry of Health is to do just what it did:  

create regulations, enact them, and expect for the affected industry to 

comply.64  

Australia backed the Thai government’s move, and voiced concern that 

countries around the world needed to stand up to the tobacco companies’ 

bullying tactics.  Jonathan Liberman, an Australian lawyer and expert on 

anti-tobacco legislation, said:  

Countries have to defend these measures against these legal claims and 
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example out of Uruguay, but it is commendable that the country is not 

bowing to the pressure despite the financial risk the arbitration poses.  This 

could turn into an avenue of pursuit for the tobacco companies should the 

World Bank rule that Uruguay violated the bilateral treaty with the Swiss, 

as many other countries are party to such agreements with Switzerland and 

the home countries of the other major international tobacco companies. 

C. Canada 

Canada ties for fourth with Brunei and Nepal for having the fourth-

highest total percentage of graphic warnings required on tobacco packages, 

coming in at 75%.82  Despite not having the largest percentage of graphic 

warnings, Canada was the first country in the world to implement picture-

based health warnings on cigarette packages, which went into effect in 

2001.83  The regulations required half of the packages to be covered with 

rotating pictoral and text graphic warnings, leaving the other half for 

tobacco branding.  This was raised to the current 75% total coverage level 

in 2011, with implementation in 2012.84 

Canada has had discussions of implementing plain packaging before, 

and remains a leader on conducting research on the implementation and 

effectiveness of graphic warnings and plain packaging worldwide.85  Like 

other countries that are recognized world leaders in tobacco control, the 

laws that have been implemented controlling how tobacco companies can 

advertise and how cigarette packages can look have been challenged by the 

industry.  The 1997 Tobacco Act banned tobacco sponsorship, restricted the 

way that cigarettes were advertised, and required large warnings on 

packages.86  Originally brought to the Quebec Superior Court in 2002 where 

it was upheld entirely, and reversed in part by the Quebec Court of Appeal 

in 2005, the law was a sweeping reform at the time.87 The government 

argued that they were dealing with a tobacco epidemic and that the 

legislation was weak compared to laws in countries like Australia, which 

 

 82. CANADIAN CANCER SOC’Y, supra note 5, at 2. 

 83. Canada, TOBACCO LABELLING RESOURCE CTR., http://www.tobacco
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shareholders and employees, we ask only that laws protecting investments, 

including trademarks, be equally applied to us.”101 

Many commentators are still critical of Philip Morris’s response, 

especially of the “balanced . . . facts on the many topics raised by the 

program,”102 calling it a classic non-response where Philip Morris does not 

address Oliver’s report point by point, but still claims that the report was 

misleading.103  What is apparent from the situation in Togo is that tobacco 

companies have applied tactics like this before to poor, developing 

countries, and they will likely continue to do so in the name of protecting 

their intellectual property and ultimately their profits. 

In general, these country case studies show a pattern by the tobacco 

industry of lobbying, legal threats, and domestic and international suits 

against countries that attempt to either implement graphic warning label 

laws, or take regulation a step further to implement plain packaging.  They 

utilize many of the same arguments:  threats to trade agreements and 

investments, violations of permitted and free speech, other constitutional 

arguments like the “taking” of property, and intellectual property 

arguments, most prominently centered around trademarks and branding.104  

What is key for a country to remember is that these arguments, while they 

have not yet been defeated in an international court, have been defeated in 

numerous domestic courts around the world.  It should also be remembered 

that the tide is moving towards graphic warnings in general. 

IV. FDA BATTLES BIG TOBACCO 

In 2009, the Family Smoking Prevention and Tobacco Control Act 

(“the Act”) was passed by Congress and signed by President Obama.105  

Congress mandated that the FDA had two years to come up with 

regulations requiring that tobacco warnings contain color graphics. As such, 

the FDA put out a Notice of Proposed Rulemaking in 2010 to get public 

responses to thirty-six proposed warning images and text, along with related 

 

 101. Id. 
 102. Id. 
 103. See, e.g., Chris Morran, Philip Morris Does Horrible Job of Defending Itself After John 
Oliver Mocking, CONSUMERIST (Feb. 17, 2015), http://consumerist.com/2015/02/17/philip-

morris-does-horrible-job-of-defending-itself-

104
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regulations.106 In 2011, the FDA revealed nine rotating graphic color 

images that were ultimately selected, which would cover the top half of 

both the front and the back of the package.  These labels were intended to 

go into effect in September 2012, but the tobacco industry stepped in before 

regulations were ever implemented.107 

The FDA was sued in many places, but two of these suits in particular 

are important.108  The results of these two lawsuits has effectively set up the 

United States to make a decision on what, if any, kind of labels or 

packaging will be mandated upon cigarettes sold.  The larger questions are 

what will the FDA choose to try, and if it should consider the larger 
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The Court analyzed, under an “intermediate scrutiny” standard, 

whether or not the interest that the FDA had in these graphic warnings was 

substantial, and if the regulation directly advanced that interest, and if the 

regulation was not more extensive than necessary to serve that interest.113  

The Court determined that the “FDA [had] not provided a shred of evidence 

– much less the ‘substantial evidence’ required . . . showing that the graphic 

warnings will ‘directly advance’ its interest in reducing the number of 

Americans who smoke.”114  The Court also did not find the argument about 

why these nine graphic warnings would be more effective convincing 

either.  The majority said: 

[B]oth the statute and the Rule offer a barometer for assessing the 

effectiveness of the graphic warnings – the degree to which they 

encourage current smokers to quit and dissuade would-be smokers from 

taking up the habit. As such, the FDA’s interest in “effectively 

communicating” the health risks of smoking is merely a description of the 

means by which it plans to accomplish its goal of reducing smoking rates, 

and not an independent interest capable of sustaining the Rule.115 

The majority was ultimately not convinced that these nine specific 

graphic warnings would get current smokers to quit and dissuade those who 

were thinking about it, or at least it was not convinced enough to take away 

the tobacco companies’ First Amendment right to commercial speech free 

of restriction.  The Court vacated the graphic warning requirements and 

remanded to the FDA, also vacating the injunction issued by the District 

Court to allow the FDA to reformulate regulations.116   

Judge Rogers in his dissent believed that the majority applied the 

wrong level of First-Amendment scrutiny to the commercial speech of the 

tobacco companies, and that even if the intermediate level of scrutiny was 

correct, that the FDA should still have been able to go forward with this 

regulation.117 He believ
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government.122  The tobacco companies then appealed the decision up to the 

Sixth Circuit Court of Appeals.123 

Many of the arguments made by each side in front of the Sixth Circuit 

were similar to the arguments made in front of the D.C. Circuit.124  The 

tobacco companies argued that the “scale and intrusiveness” of the warning 

proposed by the Act would far outweigh any legitimate interest in 

conveying information to prevent the confusion of consumers, as most 

consumers “already overestimate these health risks.”125 They also argued 

that the warnings are unduly burdensome because the companies’ speech is 

dominated by the warnings, and that the requirement for graphic images 
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C. The U.S. Moving Forward �± Recommendations 

The FDA was clear to create new regulations for graphic warnings 

based on the 2009 Act and subsequent lawsuit decisions starting in late 

April 2013.  However, three years later there seems to be no movement 

from the agency in terms of proposing rulemaking or new graphic warnings 

for the public to examine.  In considering the possible options for what the 

FDA can hope to accomplish, assuming it moves forward anytime soon, it 

is important to keep the international backdrop in mind of how and what the 

tobacco industry may challenge and how the FDA may fail or succeed in 

combating these challenges. 

The challenges that can be expected to any new tobacco regulation 

includes the trademark challenges as discussed, as well as constitutional 

challenges under the First Amendment and the Takings Clause of the Fifth 

Amendment.  Unlike Australia, the United States does protect commercial 

speech under the First Amendment more broadly. If a government 

regulation is curtailing commercial speech, as the FDA would be doing by 

regulating how much of a tobacco company’s trademarked brand is visible 

on the package, it must be directly advancing its purpose for the regulation 

and must do so in a way that is not excessive, with the means reasonably 

fitting the ends being used to promote that purpose.138 Given how the 

Supreme Court has expanded protections for commercial speech under the 

First Amendment, especially in regard to regulations targeting “vices” like 

alcohol and cigarettes, regulation of percentage of cigarette packages 

dedicated to branding versus warnings would have to tread very 

carefully.139 The regulation could not be too broad, and would have to 

reasonably fit the purpose of promoting public health and awareness of the 

danger of cigarettes. 

Australia’s High Court also considered if plain packaging would 

constitute a taking under the Constitution.  The United States has a similar 

 

 138. See generally Lorillard Tobacco Co. v. Reilly, 533 U.S. 525 (2001) (using a four-part test 

to analyze regulations of commercial speech, where the court determines (1) whether the 

expression is protected by the First Amendment, (2) whether the asserted governmental interest is 

substantial, (3) whether the regulation directly advances the governmental interest asserted, and 

(4) whether it is not more extensive than necessary to serve that interest) (citing Central Hudson 
Gas & Electric Corp. v. Public Service Commission, 507 U.S. 761, 770-71 (1980).  See also 
Florida Bar v. Went For It, Inc., 515 U.S. 618, 632 (1995) (explaining that in order to determine 

the fourth prong of the Central Hudson commercial speech test, there must be a reasonable fit 

between the legislature’s ends and the means chosen to accomplish those ends, or a means 

narrowly tailored to achieve the desired objective). 

 139. Doug Linder, Exploring Constitutional Conflicts: Government Regulation of Commercial 
Speech, UMKC L. SCH., http://law2.umkc.edu/faculty/projects/ftrials/conlaw/commercial.htm 

(last visited Feb. 1, 2016). 
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the United States. Thailand and Uruguay provide extreme examples of 

graphic images that have been upheld, but these are considered progressive 

world leaders on such regulations.  It may be helpful for the United States 

to try and implement images like those used in Canada currently or 

Australia prior to plain packaging, keeping in mind that the percentage of 

the package covered by the warnings would be 50% of the total package 

area.143 

One caveat to the ideal recommendations above is the likelihood that 

this will remain on the back burner at the FDA for the foreseeable future.  A 

commentator from Consumerist contacted the FDA to ask about timelines 

and plans the agency may have to move forward with graphic warnings 

following the Supreme Court’s refusal to hear the Sixth Circuit appeal by 

the tobacco companies.  The spokesperson only said, “[T]he agency will 

undertake research to support a new rulemaking consistent with [the 2009 

Act].”144  The commentator pointed out that the phrase “undertake research” 

means that no research has begun yet, and also that when spokesperson was 

pressed for general timelines for additional rulemakings that he “could not 

provide any additional information.”145 This does not bode well for 

expectations that the FDA will act anytime soon.  It also is feasible that the 

tobacco industry is utilizing the full reach of its financial sway to conduct 

lobbying efforts to put off a rulemaking as long as possible. While lobbying 

by the industry may have reached new heights for many of the other 

countries implementing harsher regulations, it is a well-oiled machine in 

American politics and is likely to attempt to stave off regulation as long as 

possible. 

V. CONCLUSION 

It is obvious that the tobacco industry has vast resources and influence, 

and is unlikely to give up fighting against the constant regulations thrown at 

it internationally any time soon.  As such, the large international tobacco 

companies hire brilliant legal minds to come up with every possible 

challenge to these regulations in each country in order to stave off 

regulation that will hurt their brands and profits.  One such challenge that 

has been a favorite to use against graphic picture warnings and plain 

 

 143. See TOBACCO LABELLING RESOURCE CTR., http://www.tobaccolabels.ca (last visited 

Apr. 22, 2015) (making available the dates of when different countries implemented picture 

warnings around the world on tobacco products, as well as pictures of the specific warning labels 
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packaging worldwide is using trademark law. However, this use of 

trademark law is more for brand protection, rather than the consumer 

confusion and unfair competition principles that provide foundation for the 

law in the United States and elsewhere.   

While it may be some time before the United States tobacco market 

needs to directly confront graphic warning regulation from the FDA, the 

FDA can learn lessons from legal struggles around the world for crafting 

new regulations to comply with the 2009 Family Smoking Prevention and 

Tobacco Control Act.  Trademark arguments of the tobacco companies can 

come in various forms, but may often be seen as either takings of 

intellectual property by the gover 


